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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

' If NO period for reply Is specified above, the maximum statutory period wit) apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )KI Responsive to communication(s) filed on 02 February 0106 . 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-12 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-6,10 and 12 is/are rejected. 

7) (3 Claim(s) 7.8 and 11 is/are objected to. 

8) n Claim{s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner, 

10) 0 The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 1774 

DETAILED ACTION 

The RCE is acknowledged. 

Claim Rejections - 35 USC §103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-6, 9-10, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USPN 5,829,790 to PhilUps in view USPN 6,214,449 to Otani et al. 

3. Phillips teaches a greeting card (printed matter) comprising a paper sheet 12 of an ink jet 
printed with a color ink jet printer (col. 1, line 45-46) (variable mformation is formed). See col. 
2, line 29. The greeting card can be preprinted lithographically with any desired theme (col. 3, 
lines 15-20) (print fihn containing fixed information printed). Further, that a print fihn is printed 
by various printing methods (lithographic, intaglio, reUef of instant claim 1 and ink jet printing 
of instant claim 9) is a process limitation in a product claim and afforded little patentable weight. 
Even though product-by-process claims are limited by and defined by the process, determination 
of patentability is based on the product itself The patentability of a product does not depend on 
its method of production. If the product in the product-by-process claim is the same as or 
obvious fi-om a product of the prior art, the claim is unpatentable even though the prior product 
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was made by a different process." In re Thorpe^ 111 F.2d 695, 698. Thus, Applicant's article 
and the prior art article is the same. 

4. Phillips does not teach one or two receiving layers comprising an ink-absorbing and ink- 
fixing resin as per instant claims 1-5 nor the additional ink over the receiving layer(s) as claim 10 
recites. Phillips as sited above, already teaches lithographic ink print on paper (claim 10). 

Otani teaches coating (claims 10 and 12) two ink receiving layers (col. 3, Hnes 25-28) 
containing cellulose, polyvinyl alcohol (col. 4, lines 14-25) (ink-absorbing additive) and cationic 
dye fixing agents (col. 4, lines 27-31). Further additives include fillers of UV absorbents, 
pigments, and fluorescent dyes (col. 4, lines 33-37). Otani teaches water based ink jet ink is 
recorded on the paper having ink receiving layers to form an image thereon (col. 1, lines 1-10). 

It would have been obvious to one of ordinary skill in the art to modify the greeting card 
of Phillips to fiirther include one or two receiving layers comprising cellulose, fillers, and ink- 
fixing agents because Otani teaches the inclusion of said layers provides ink absorbency, high 
image density, high surface strength and reduction in cost can be attained (col. 3, lines 24-29). 
The inclusion of aforesaid ink-absorbing, ink-fixing, and fillers are conventionally added to 
effect the image density (col. 4, lines 15-68 of Otani). Ink is on the paper having ink-receiving 
layers to form an image. Thus, the combination results in the same instant invention. 

Further to claims 10 and 12, Phillips and Otani do not teach the methods of an in-Une 
system or anilox rollers for forming the layers. However, the processes of forming the layers are 
process limitation in a product claim and afforded little patentable weight. 
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Claims 10 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over USPN 
5,829,700 to Phillips in view USPN 6,214,449 to Otani et aL, and further in view of USPN 
6,708,612 to Schmid. 

Phillips and Otani, relied upon above, do not teach the use of an in-line system or anilox 
rollers as per instant claims 10 and 12, Schmid teaches a printing machine for printing sheets 
receiving ink using an in-line operation, ink jet printers, and anilox rollers (col. 2, lines 35-40, 
60-65, and col. 4, lines 23-25). Schmid discovered this machine allows two inks to be printed 
from two different printing machines at the same time (coL 4, lines 50-55). It would have been 
obvious to one of ordinary skill in the art to modify the combination of Phillips and Otani 
because Schmid teaches the use of ink jet printers and anilox rollers in an in-line system for the 
purpose of printing paper successively with different colors (col. 3, lines 55-56 and col. 4, lines 
51-55 of Schmid). 

Claims 10 and 12 are rejected xmder 35 U.S.C. 103(a) as being unpatentable over USPN 
5,829,700 to Phillips in view USPN 6,214,449 to Otani et al., and fiirther in view of USPN 
6,830,329 to Iwata. 

Phillips and Otani, rehed upon above, do not teach the use of an in-line system or anilox 
and rubber rollers as per instant claims 10 and 12. 

Iwata teaches an image was formed on the obtained recording mediimi by means of an 
ink-jet printer thereafter, the ink-receiving layer processed through a steel and rubber roll in 
order to bond an ink-receiving layer to produce a finished printed article. While Iwata does not 
explicitly teach an "anilox" roll, the steel roll is functionally equivalent to an anilox roll, as both 
are capable of processing ink and ink-receiving layers. 



Application/Control Number: 1 0/030,099 Page 5 

Art Unit: 1774 

It would have been obvious to one of ordinary skill in the art to have modified the 
combination to form ink-receiving layers via two rolls, namely anilox and rubber, because Iwata 
teaches it is known to produce ink-receiving layers through such rolls in order to bond an ink- 
receiving layer to produce a finished printed article (col. 3, lines 1-21 and col. 8, lines 34-35), 



Allowable Subject Matter 

5. Claims 7-8 and 1 1 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. The applied prior art does not teach a receiving layer 
comprising a layer adjoining the printing ink film of the oil-based ink and containing different 
ingredients, wherein the layer adjoining the printing ink fihn of the oil-based ink contains a fihn- 
forming acrylic resin obtained by emulsion polymerizing monomers containing 15% by weight 
or more of a methacrylic ester compound containing an alkyl group having 8 to 18 carbon atoms 
as recited in instant claims 7 and 11, wherein instant claim 1 1 is directed to a method for 
producing printed matter according to claim 7, or printed matter as instant claim 6 recites having 
a coating agent fiirther containing 1 to 8% by weight of at lease one fihn forming-improving 
agent selected fi'om the group recited in claim 8. 

Response to Arguments 
AppUcanfs arguments filed 02-02-06 have been fixUy considered but they are not 
persuasive. 
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Applicant argues that neither Phillips nor Otani disclose the technical idea of a paper 
suitable for printing fixed and utilized as an ink receiving layer. Applicant contends that there is 
no suggestion for fixed information under ink-receiving layers and is inconsistent with the order 
as in instant claim 10. However, because Phillips teaches "pre-printing" on paper with 
lithographic print, printing is indeed on paper and in combination with Otani teaching ink 
receiving layers on paper to receive ink. It is indeed obvious to supply ink receiving layer(s) to 
arrive at the instant invention as ink receiving layers assist in absorbing the ink. See Phillips col. 
1, lines 45-46, col. 2, lines 15-17 and lines 50-60, and col. 3, lines 2-5 teaching a variety of fixed 
and variable printed ink via hand, computers and printers such as ink jet types, and 
lithographically. Further to the methods of printing, again, the instant claims are to a product, 
not process, and so long as the end product is provided, the process is given little weight. How 
the receiver layer(s) or ink is formed are process limitations. The same order is taught in 
combination. Again, the card of Philips contains preprinted lighographic printing and 
additionally prints on the pre-printed card with ink jet ink (col. 1, lines 45-47 and col. 2, lines 50- 
56) to personalize the card. Otani teaches ink-receiving layers are on paper to attract ink and 
thus improves ink absorption, which provides suggestion for the combination. 

Applicant fiirther argues the beauty of an image and that one skilled in the art would 
think there is a problem. Applicant has not submitted objective evidence to disprove the 
evidence of record. 

Applicant argues the use of two ink-receiving layers. Otani teaches coating two ink 
receiving layers containing the resins (see col. 3, lines 25-28). Applicant alleges that since the 
instant claims are to two different Amotions, one layer containing ink-absorbing resin and the 
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other ink-fixing resin, it is the same resin, and functions the same way as AppUcant intends. 
Applicant is welcomed to amend the claims to specifically recite the material instead of the 
function. 

Applicant argues that the sequence in which the fixed information was printed, then the 
receiving layer was formed, however, these are processes, which are given Httle weight in a 
product claim as set forth previously. See MPEP 2113. The Examiner understands the order. 
The same order is provided by the combination. Philips teaches lithographically printing on 
paper, thereby forming the fixed information. Adding ink receiving layers on top of paper is 
taught by Otani for containing ink and this concept is suggested by Philips teaching the paper is 
printed with an ink jet printer. 

Applicant argues that Iwata does not provide suggestion for the limitations not found in 
Phillips and Otain and notes that in Iwata, the ink-receiving layer is present before the 
transparent fibn. However, Iwata was not used to teach the order of ink-receiving transparent 
films. Iwata is still used to show it is known to form said layers using the same and functionally 
equivalent anilox and rubber rolls. Schmid is still used to address one method option, using the 
in-line system. Thus the combination would result in the claimed invention, structural and 
materially. 

All other arguments are moot in view of the Examiner's answers indicated above. 
Again, the allowable claims indicated are deemed patentable. 
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Conclusion 

All claims are drawn to the same invention claimed in the application prior to the entry 
of the submission under 37 CFR 1.1 14 and could have been finally rejected on the grounds and 
art of record in the next Office action if they had been entered in the appUcation prior to entry 
under 37 CFR 1.114. Accordingly, THIS ACTION IS MADE FINAL even though it is a first 
action after the filing of a request for continued examination and the submission under 37 CFR 
1.114. See MPEP § 706.07(b). AppUcant is reminded of the extension of time policy as set forth 
in 37 CFR 1.136(a). A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS fi^om the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened statutory period, then the shortened 
statutory period will expire on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX MONTHS fi-om the 
mailing date of this final action. 

Any inquiry concerning this communication or earlier communications fi'om the 
examiner should be directed to Tamra L. Dicus whose telephone number is 571-272-1519. The 
examiner can normally be reached on Monday-Friday, 7:00-4:30 p.m., alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessfixl, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA)jy 571-272^^00^ 
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